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DETAILED ACTION 

Claims 7-26 are pending. This action is non-final in view of new grounds of rejections 
under35U.S.C. §101and112. 

Response to Arguments 

• Claim Rejections - 35 USC $ 1 12 

The rejection of claims 14 and 18 under 35 U.S.C. § 112. first paragraph, has been 
withdrawn in view of the amendment. 

• Claim Rejections - 35 USC g 103 

Applicants' arguments with respect to the rejection of claims 7-24 under 35 U.S.C. § 103 
have been fully considered but they are not persuasive. 

• As argued by applicants with respect to claims 7 and 10: 

(1) at pages 9 and 10: 

... claim 7 is amended to recite that the last file-number is read out fi'om the second loadable and 
recording medium. In contrast, as the Examiner fiilly recognizes, the reception number is read fi'om 
the internal counter, NOT from the disk device where the image files are recorded. In other words, 
Shiota cannot teach or suggest the feature of "a file-number readout device configured to read out a 
last file-number of file-numbers for image files that have been recorded on the second loadable and 
removable recording medium from the second loadable and recording medium" as recited. This is 
sufficient to distinguish claini 7 over Shiota. 

(2) at page 11: 

... there is simply no guarantee that the resulting file name will be different from all file names 
currently in the CD. 

As an example, there may be a file with the name 'fiower040300 10001 " in the CD already. If the 
counter number is 0009 in the laboratory system and the image file in the memory card has "fiower" 
as the subject and "0403" as the date, then according to Shiota, the counter number will be 
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incremented to 0010 and the resulting file name will be "flower040300J000I . " This is identical to the 
file already recorded in the CD. Thus, simply replacing the hard disk drive of the system disclosed in 
Shiota with a loadable and removable disc as suggested by the Examiner cannot guarantee unique file 
naming, i.e. the suggested modification renders Shiota unsatisfactory for its intended purpose. Then by 
definition, there is no motivation to make the modification. Accordingly, the Section 103 rejection fails 
with respect to claim 7. 

Examiner respectfully disagrees. 
(1) As recited in claim 1, 

a file-number readout device to read out a last file-number of file-numbers for image files that 
have been recorded on the second loadable and removable recording medium from the second 
loadable and recording medium; 

This claimed limitation is interpreted as a last file-number of file-numbers is readout, wherein 

image files that have been recorded on the second loadable and removable recording medium and file-numbers 
are from the second loadable and recording medium. 

As disclosed by Shiota, if the method is carried out by a system in a laboratory rather 
than a personal computer, a counter is used for counting a 4 digits reception number. Every 
time one memory card is accepted, the counter is incremented and the identifying number is 
assigned by a combination of the reception number and a serial number, e.g., if 
"flower0403 i0Q0j^ 001" to 'Tlower0403|r0Qi;0010" are from the first memory card, the first file 
name of the second memory card is "f Iower0403000200 1 " (Col. 7, Lines 18-35). As seen, when 
the first memory card accepted, the previous reception number was 0000 and the counter 
incremented 0000 by one to have 0001 as the reception number for the first memory card. In 
order to have the reception number for the second memory card, e.g., 0002, the counter 
retrieves the previous reception number, e.g., 0001; and increments by one. Thus, the previous 
reception number, e.g., 0001, as a last fde number Q/'"flower0403 5i^ 001 " to 
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"flower0403Qp5j^0010" as file-numbers is read out and incremented, and these file numbers 

concerning (Jbr) image files that have been recorded on the second recording medium, e.g., 
"flower04030001001" to "flower04030001010", and these file numbers are from the second loadable 
and recording medium. In Short, the Shiota discloses the claimed limitation reading out a last file-number 
of file-numbers for image files that have been recorded on the second recording medium from the second loadable 
and recording medium . 

(2) Applicants' arguments with respect to the unique file naming have been fully 
considered, and the examiner does not guarantee a response to these arguments (features are 
not in the claim). However, in order to clarify these arguments, examiner respectfully points out 
that the example as provided is not realistic, because if the name "flower0403WMpo^ " is in the 
CD, the counter number must be 0010, and if the image file is in the same memory card the 
next file name will be "flower04030pX)002", and if the image file in from the other memory card, 
the file name will be *Tlower0403001TO There will be no duplicate file names in Shiota 
method. 

• Claims 8, 9 and 1 1-24 depend from independent claims 1 and 10 directly or 
indirectly. Therefore, for at least due to the dependency thereon, these dependent claims are 
not distinguishable over Shiota. 

Specification 

The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction of the 
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following is required: file-number readout device, incrementing device, image-file recording controller diX\(ii 

grouping device as recited in claims 7-9. 

Claim Rejections - 35 USC §101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 7-9, 13-16, 21, 23 and 25 are rejected under 35 U.S.C. 101 because the 
claimed Invention is directed to non-statutory subject matter. 

Claims 7-9. 13-16, 21 , 23 and 25 direct to a system. However, the system of claims 7-9, 
13-16, 21 , 23 and 25 comprises software per se. Software per se is not one of the four 
categories of invention. Software per se is not a series of steps or acts and thus is not a 
process. Software per se is not a physical article or object and as such is not a machine or 
manufacture. Software per se is not a combination of substances and therefore is not a 
composition of matter. Therefore claims 7-9, 13-16, 21, 23 and 25 are not statutory. 

Claims 7-26 are directed an apparatus and method of recording image file on a second 
loadable and removable recording medium. This claimed subject matter lacks a practical 
application of a judicial exception (law of nature, abstract, idea, naturally occurring 
article/phenomenon) since it fails to produce a useful and tangible result. Specifically, the 
claimed subject matter does not produce a useful result because the claimed subject matter 
fails to sufficiently reflect at least one practical utility set forth in the descriptive portion of the 
specification. More specifically, while the described practical utility (utilities) is (are) directed to 
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unique file naming, the claimed subject matter relates ONLY to recording the image file 
regardless of the change of file name (as recited in claims 7 and 10, only the image file is 
recorded). Additionally, the claimed subject matter does not produce a concrete result because 
the claimed subject matter fails to be limited to the production of an assured, repeatable result. 
More specifically, the claimed subject matter is not repeatable if the second loadable and 
recording medium is blank (no image files have been recorded). In this particular case (no 
image files have been recorded), the file number cannot be read out and the steps incrementing 
the file number and changing the file name will not be implemented. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 23 and 24 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 



< 
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As in claims 23 and 24, the claimed limitation, the numerical characters of the file name is unique 
to each image file stored in the second loadable and recording medium, waS not described in the 

specif icationV 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more clainris particularly pointing out and distinctly 
clainning the subject matter which the applicant regards as his invention. 

Claim 7 and 10 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As in claims 7 and 10, 

the clause, from the second loadable and recording medium (at lines 7-8 of claim 7 and 

lines 6-7 of claim 10), references to other items in the claims. It is unclear what item is 
being referenced; 

the clause, the read image file (at line 14 of claim 7 and line 1 1 of claim 10), 
references to other items in the claims. It is unclear what item is being referenced. 



^ the numerical characters of the file name references to the file name of image file from the first medium, and this file name 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Claims 7-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shiota 
et al. [EP 0 838 767 A2] in view of Ahrens et al. [The big Basics Book of Windows 95]. 

Regarding claims 7 and 10, Shiota teaclies a method and device for reading out an image 

file that has been recorded on a first loadable and removable recording medium and recording said image file on 

a second recording medium (Shiota, Col. 1, Lines 6-15), comprising the steps of: 

reading out a last file-number of file-numbers for image files that have been recorded on the second 
recording medium from the second loadable and recording medium, and incrementing the read out last file- 
number (As illustrated at Col. 7, Lines 18-35, a laboratory system implies a second recording medium 
is included in the system. As illustrated at Col. 7, Lines 18-35, if the method is carried out by a 
system in a laboratory rather than a personal computer, a counter is used for counting a 
reception number. Every time one memory card is accepted, the counter is incremented and the 
identifying number is assigned by a combination of the reception number and a serial number, 
e.g., if "flower04030001001" to "flower040300010010" are from the first memory card, the first 
file name of the second memory card is "flower04030002001". As seen, when the first memory 
card is accepted in the system, the reception number at that time is 0000 and the counter 
increments 0000 by one to have 0001 as the reception number for the first memory card. In 



was changed to the incremented file-number. 
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order to have the reception number for the second memory card, e.g., 0002, the counter 
retrieves the previous reception number, e.g., 0001, and increments the previous reception 
number by one. Thus, the previous reception number, e.g., 0001, as a lastfile numberof a plurality 
of reception numbers, e.g., 0000 and 0001, as file numbers is read out and incremented, and 

these numbers concerning (far) image files that have been recorded on the second recording medium, e.g., 
"flower04030001001" to "flower04030001010", and these file numbers axe from the second loadable 
and recording medium. In short, the Shlota discloses the claimed limitation reading out a last file-number 
of file-numbers for image files that have been recorded on the second recording medium)] 

changing a file name of the image file that has been read out of the first loadable and removable 
recording medium to the incremented file-number and recording the read image file on the second recording 
medium (Col. 6, Lines 1 2-25, fl ower0403 as a file name of the image file that has been read out from a 
memory card as the first loadable and removable recording medium \s changed tO 

flower0403000200l as the incremented file-number, and recorded in laboratory system as the 
second recording medium) without checking for duplicate file names in the second recording medium (Col. 7, 
Lines 25-28), 

wherein the file name includes numerical characters (Col. 6, Lines 1 2-25, e.g. , fl ower04 03). 

Shiota fails to disclose the second recording medium is loadable and removable. However, 
Shiota uses a conventional computer as the device for processing image files. The conventional 
computer as disclosed, obviously, has a loadable and removable recording medium such as 
floppy disk or CD as disclosed by Ahrens (Ahrens, Page 14). Shiota further makes a strong 
suggestion, the picture image filing device specifically means, for example a printing system 
having the above function and set in a laboratory, a personal computer, a work station or the 
like (Col. 4, lines 1-5). Thus, instead of processing in a hard drive, a loadable and removable 
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recording medium such as a high capacity disk could be used for storing, e.g., floppy disk or 
CD. 

Therefore, it would have been obvious for one of ordinary skill in the art at the time the 
invention was made to modify the Shiota device by including a second loadable and removable 
recording medium when processing the image files from a first storage medium in order to have 
a more user-friendly environment by giving drive options for storing data such as a displaying of 
selection including C, A, and E drive to the users when processing the image from a digital 
camera or a memory card of digital camera. 

Regarding claims 8 and 1 1 , Shiota and Ahrens teach ail the claimed subject matters as 
discussed in claims 7 and 10, Shiota further discloses the steps o\ grouping image files, which have 
been recorded on the second loadable and removable recording medium according to the types of images 
represented by the image files (Col. 5, line 49-Col. 6, line 7). 

Regarding claims 9 and 12, Shiota and Ahrens teach all the claimed subject matters as 
discussed in claims 8 and 1 1 , Shiota further discloses the step of recording a file name 

corresponding to each group on the second loadable and removable recording medium (Col. 5, line 49-Col. 6, 

line 7). 

Regarding claims 13 and 17, Shiota and Ahrens teach all the claim subject matters as 
discussed above with respect to claims 7 and 10, Shiota further discloses the file names of the 

image files in the second loadable and removable recording medium are such that the numerical characters of 
the file names of the image files are consecutively number ed, wherein a numerical difference between two 
consecutive numbers is a predetermined amount for all consecutive numbers (Col. 7, Lines 25-35). 
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Regarding claims 14 and 18, Shiota and Ahrens teach all the claim subject matters as 
discussed above with respect to claims 13 and 17, Shiota further discloses the numerical 
characters of the file names of the image files are consecutively numbered regardless even when image files 
from a plurality of first loadable and removable recording mediums are read out and recorded on the second 
loadable and removable recording medium (Col. 7, Lines 25-35). 

Regarding claims 15 and 19, Shiota and Ahrens teach all the claim subject matters as 
discussed above with respect to claims 7 and 10, Shiota further discloses the incrementing device 

always increments the last file-number by a predetermined amount (Col. 7, Lines 20-39). 

Regarding claims 16 and 20, Shiota and Ahrens teach all the claim subject matters as 
discussed above with respect to claims 15 and 19, Shiota further discloses the predetermined 
amount is 1 {Col 7, Lines 20-39). 

Regarding claims 21 and 22, Shiota and Ahrens teach all the claim subject matters as 
discussed above with respect to claims 7 and 10, Shiota further discloses the step of directly 

reading out the files names of the image files recorded on the second loadable and removable recording medium 
(Col. 7, Lines 40-46). 

Regarding claims 23 and 24, Shiota and Ahrens teach all the claim subject matters as 
discussed above with respect to claims 7 and 10, Shiota further discloses the numerical characters 
of the file name is unique to each image file stored in the second loadable and recording medium (Col. 6, Lines 
12-25, flower0403 as the filename\s unique to flower0403000200i Stored laboratory 
system). 
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Regarding claims 25 and 26, Shiota and Ahrens teach all the claim subject nriatters as 
discussed above with respect to claims 13 and 17, Shiota further discloses the predetermined 
amount is 1 {Col 7, Lines 20-39). 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to HUNG Q. PHAM whose telephone number is 571-272-4040. The 
examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, TIM T. VO can be reached on 571 -272-3642. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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